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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

Applicant: Britton et al. 
Serial No.: 10/565,296 
Filing Date: July 27, 2004 

Art Unit: Unknown Examiner: Unknown 

Title: Cycloalkylidene Compounds As Modulators of Estrogen Receptor 

Assistant Commissioner for Patents 
Mail Stop PCT 
PO Box 1450 

Alexandria, VA 22313-1450 

PETITION FOR WIT HDRAWAL OF FINDING OF ABANDONMENT 

UNDER 37 CFR 1.181 fa^ 

Applicants hereby request reconsideration and withdrawal of the holding of 
abandonment identified in the Notice of Abandonment mailed by the USPTO on 
August 14, 2006 in the present application. The Notice indicates that the Application 
is abandoned per Decision from the Legal Department dated June 7, 2006. 

The June 7, 2006 Decision on Petition (copy attached) dismissed Applicants' 
prior Petition under 37 C.F.R 1.47. The Decision provides for a two month time 
period to request reconsideration of the Decision. In addition, the Decision provides 
for extensions of time under 37 C.F.R. 1 .136(a), A Response that appropriately 
addresses the Decision is being filed concurrently with this Petition. A Request for 
Extension of Time is being submitted via the USPTO Electronic Filing System (EFS) 
concurrently with the filing of this Petition. With the extension of time, the Response 
is being filed within the time period allowed under 37 C.F.R. 1 . 1 36(a). 

Applicants submit that the Response is being timely filed, and that the 
determination of abandonment was premature and improper. Withdrawal of the 
finding of abandonment is hereby requested. Further, consideration of the Response 
and its accompanying papers is requested. 
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If necessary, the Commissioner is hereby authorized in this, concurrent, and 
future replies, to charge any fees or credit any overpayment, particularly including 
any fees required under 37 CFR Sections 1.16 and/or 1.17, and any necessary 
extension of time fees, to deposit Account No. 07-1392. 



Respectfully submitted, 




Young 

S „ tjSPTO Reg. No. 45,582 

Date: Srp 1 ttf>l 
GlaxoSmutKHne - 
P.O. Box 13998 
Durham, NC 27709 
919-483-8160 
919-4S3-7988 (fax) 
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In re Application of 
Britton et al. 

Application No.: 10/565,296 
PCTNo.: PCT/US04/24308 
Int. Filing Date: 27 July 2004 
Priority Date: 28 July 2003 
Attorney Docket No.: PR60351USW 
For: Chemical Compounds 
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ON 

PETITION 



This is in response to the petition under 37 CFR 1.47(a) filed on 20 January 2006. 

BACKGROUND 

DISCUSSION 

1 IKhM^T r de % 3 l CF ? 14 . 7(a) must be accompanied by (1) the fee under 37 CFR 

ssr. tsssf 1 47(a) wta » hB ° r h ™ 
sew effo,,s " <w « ^ * sKs^r 

Where inability to find or reach a nonsigning inventor "after diligent effort" is the 
reason for fihng under 37 CFR 1.47, a statenrent of facts should be suEed that 

.WfiJS . , 1 a RfWng inventor is on vacation or out of town and is 
™ ™ £ M T? v ^ ble t0 si 8° the declaration is not an acceptable 
ie«on for film ; under 37 CFR 1.47. Furthermore, the fact that an inventor is 
hosprtahzed and/or is not conscious is not an acceptable reason for filing u^L 37 



j.; -J i ' ' s -' l - 
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Pino 1 m Q 37 , CFR X W be available under these circumstances. See MPEP 

Su f h f a P e ltl0a ^dcr 37 CFR 1.47 will be dismissed as inappto P r£te 
SSi! nT** of / act *™ st f be si g»ed, where at all possible, by a person havSg 
firsthand knowledge of the facts recited therein, Statements based on hearsTwill 
not normally be accepted. Copies of documentary evidence such as internet 
™ * ™ ed ^ a, l retu ™ receipts, cover letters of instructions, telegrams that 

Si 6nd ! ng ^ ?! n0113l S nin S i™tor could not be found or reafhSf 
should be made part ot the statement. The steps taken to locate the whereabouts of 
he nonsignmg mventor should be included >in the< statement of facts it is 
important that the statement contain facts as opposed to conclusions. 

To support the request for relief on the basis that Mr Britton alleeedlv cannot hr f™^ ™ 
last known address on 22 September 2004, allegedly including a copy of the Scat^'and 7 
0«oTu 2oT!l St f ? that GSK ^ c ^pondence to Mr. BrS f l to^y on 
™S£™ ^ ■ 1' fT dl ? inC S dmg a COpy of the a PPl^ation and a declaration Although 
pettaa has included copies of letters sent to Mr, Britton and to Keith O. Gregory Es T* well 
as DHL tracking results" for correspondence sent to Mr. Bntton, the petition Sa Statement 
?n^ P ^ faCtS H a P 5 S0n first - hand knowledge of the facts Tcoi Ked sSe 
0 °3°^ e was alle S edl y se *t by GSK, not petitioner), it should also beT ted that the letter 

£Sf ? 8 7 -TP!? 18 the petltion does not state ««t a complete aw-of^dSSS 
(specification, claims and drawings) was enclosed; instead, it merely referred Vi «s£c$?S? 

Petitioner characterizes the return correspondence received from the office of Keith 

w?thS cfa ^t^lSSifn^ Petl i° n ™^ f l at6S that the ^ office had "lost contact 
wiin mis cuent, not mat his location was unknown. Although counsel's netition fhr roi^f 

made on the basjs that Mr. Britton cannot be found or reached iSfl^S^^Stoii 

does not recount any addmonal efforts which may have been undertaken to SSfT? £ ♦ ?■ 

such as m t eme t searches, telephone directory seiches oX^S2S£3 tsp^ 

any documentary ev,dence of such searches. Based on the totality of the prerecord ?£™M 

Whenever an inventor refuses to execute an application for patent, or cannot be 
or^lpV eaCh v aft f d ^f^ a P^son to whom the inventor has ass gned 
or a gl eed m writing to assign the invention or who otherwise shows sufficient 

sssTS^iffi^s ™ it rr f ing such action > ™ y m ^ 

JS; Tr i * a ^ ent for the ,nventor on Proof of the pertinent facts and 
a showing that such action ,s necessary to preserve the rights of the parties w to 
pi event uxeparab le damage; and the Director may grant a patent to E r 
S;^^^^ **• « - d - compliance w£h 

Although counsel seeks "alternative" relief under 35 U.S C 118 that statute ^ifi^iiv 
empowers the Director to -grant a patent to such inventor upon such SS^aftte^ 
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that it iffljSSS^GSS^S^ "* « j» {-W 2006 reveals 



DECISION 

The petition under 37 CFR 1.47(a) is DISMISSED, without prejudice. \ 

should inc.ude /cover letter ^S^SXteTMlF^W 
petit on fee ts requ,red Extensions of time may be ™medStder 37 m M i w f^ 1 ?"* 1 
timely file a proper response will result in mSSt 37 CFR 1.136(a). Fathire to 

-thor^fffi 




(ichard Cole 
PCT Legal Examiner 
Office of PCT Legal Administration 





George ^Triombrol, 
PCT Legal Examiner 
Office of PCT Legal Administration 
Tel: (571) 272-3283 I 
Fax: (571) 273-0459 
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